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Abstract

On this document we will present the interview demélontserrat Jané, patent technician of the Baten
Centre of the University of Barcelona. This intewiwas done on May 2007 by Victor Cavaller for
SCIWATCH scientific magazine. In this interview, Kigerrat Jané talks about the work that is being
held at the centre, about the people that worketlard their professional profiles, about the céentre
structure, its relations with other agencies, oigan and entities from the private and public sectod
also about the information fluxes and the diffenerdcedures that are being done and held in trenpat
field.

! Interview done on Wednesday the 9th May of 20@87the offices of the Patents Center of the Univgref
Barcelona. Interview has been done by Victor Cavallranscription has been done by Matias Welling.
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The Patents Center is a research facility of thévéseity of Barcelona that,
since year 1987, dedicates itself mainly to tasksesearch, divulging andg
teaching in the field of the patent rights and doentation. The center count
on specialized staff to carry out research on pakelity of inventions, and with
several Patent Rights Agents, registered as shah,are responsible for thys
writing and the whole procedure of requesting & piat '

How is the team of work that you dedicate to eachfdhe tasks composed? '
How do you organize the working teams? Which are # main sequences of*
activity at the Patents Center?

Figure 1.: Montserrat
Jant

The team at the Patents Center is formed by:
. Pasqual Segura
. Bernabé Zea
. Lidia Cases
. Montserrat Jané
. Nuria Sants

Which are the professional main profiles of the pants technicians?

The main professional profiles at the Center hagehnical and scientifical background with
specialization in the technical or scientific aneavhich the patentability is being studied. Weueahot
only knowledge on patents but also the knowledgeutidlocumentation. In particular, the center of
patents of the UB is especially focused towards dheas of chemistry, biology, biochemistry or
biotechnology, even though these areas are ndtrasstictive.

Which sectors from the industry are the main custorars of the services that you offer, and how do
you manage their patents?

Besides the individuals who work in general aréfas,main companies that come to the Patents Center
are from the area of pharmacy, chemistry, biold@gchemistry or biotechnology. From the creation of
the center, about 30 projects have been formaiiitddsuccess. This number is explained becauskeof t
fact that in the UB the Spanish patent is usuadguested, and this type of patent offers a year of
protection and therefore, an international patemequested, PCT, which as a matter of fact wilende
granted but allows the requester to win time otgxtion; up until two years and half. All this extime
allows us to visualize if this project can effeeliw be transferred to the business world. If aftés
period this technological transfer has not beenantee project is abandoned. On the other harteif
project is viable, we proceed to patenting the mtio® in other countries. The interest of the ursity is
precisely achieving a successful transfer to thsiness world, and this will only be possible ifsthi
invention has commercial possibilities. To go fee international patenting is very expensive, ttoeee

the university will only do it if, from its pointfoview, is plausible. In accordance with the cutren
regulations (posterior annex) and once the teclgimabtransfer has been made, the University valléh

the right to an economic compensation correspontiing proportion of the derivative benefits of the
economic exploitation of the invention. It is com@ated that the researchers as well as the urtyers
have the right to receive economic compensationsqual parts.

The Center of Patents is one of the agents inyste® of Innovation of the UB Group, in which wenca
also find:

» Agency of Valuation and Commercialization of thesRlts of the Research (AVCRI)
» Center of Innovation of thBosch i Gimperdoundation

» Scientific Park of Barcelona

» Scientifical and technical services
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e Clinic Foundation
e August Pii Sunyebiomedical research institute (IDIBAPS)
« Bellvitgebiomedical research institute (IDIBELL)

How do the services of the Patents Center of the U&ganize with
the other agents of the System of innovation of thdB group?

The patents center of the UB as well as the Caitemovation of the
Bosch i Gimpera Foundation are independent unith@fAVCRI, even
though they work in collaboration in certain pragcThis means thai
only the tasks that the Patents Center does regppiitents are being

conducted in collaboration with the AVCRI and then@r of innovation

of the Bosch i Gimpera Foundation. In this collaiom, the mission of ‘ '
the Patents Center is based on protecting, thrpatgnts, the inventions = /

of the UB environment. This implies that the iritisearch, the = " /

patentability analysis, the writing of the requesdt patent and the

posterior procedure are all conducted in collationat Figure 2.: Patents Center

headquarters in Barcelo

The internal process of protection of inventionshie University of Barcelona starts with the reskars
filling the form, which will then be sent to the ARI for the initial valuation. From here on, a firs
committee is formalized by members of the threagfAVCRI, Patents Center, and Center of innovation
of the Bosch i Gimpera Foundation) that evaludtesproject.

The committee then proceeds to the writing of @reghat analyzes different aspects such as: Theniza
Center studies the patentability, the Bosch i Girag®undation studies commercial aspects and pessib
feasibility of the technological transfer. Thenstieport is remitted to a management committeewvtfiat
decide if a working team is going to be formed of, in other words, if the project is going to k@red

out or not.

Besides from patent consultancy, the Patents Cefitee UB develops other functions such as:

- Teaching

- Free and public information service for generalieeivin subjects such as patentability (in
collaboration with the CIDEM; Center of Innovatiand Entrepreneurial Development) oriented
to individuals as well as companies and entitias Want to brief themselves about the procedure
which is necessary to protect an invention witratept. The companies or individuals concerned
can then be remitted towards agents of the paigintsy which offer a commercial service for
patenting inventions, or we can give them advicéhabthey patent the invention by themselves.
In this second case, individuals must start thekvadrsearching in the data bases to verify that
the invention is effectively new and exclusive. Ylean carry out this search in commercial or
free databases (there are commercial data badeefféttive search tools based on indexing and
standardization of contents by different criteriasearch. There are also free open databases that
unfortunately are not as effective or completehas tommercial counterparts). In this context, it
is recommended to begin using the open accesshdats, and then, if they are not successful,
continue the search with professional data bases.

- Service of library specialized in intellectual gratent rights.

The institutions mentioned above, Agency of Valiatand Commercialization of the Results of the
Research (AVCRI), Center of Innovation of the Bogclsimpera Foundation, Scientific Park of
Barcelona, Scientifical and technical servicesni€lFoundation, August Pi i Sunyer biomedical resiea
institute (IDIBAPS), and Bellvitge biomedical resdga institute (IDIBELL) can be considered like
customers of the Patents Center, because thegears af the services that the Patents Center offers
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On the other hand, the center also offers the Ugufrand the Scientific Park of Barcelona a serfes o
services addressed to the public in general apecedly, to the linked entities: The center is afi¢he
agents of the System of Innovation of the UB Graapwhich it is in charge of the protection of the
results of the research with patents, in accordawvitte the Regulations about Intellectual and Patent
Rights, in collaboration with the agency of Valoatiand Commercialization of the Results of the
Research (AVCRI).

Which is the policy related to the management of # patent and intellectual rights of the UB? To
what extend does this policy engage the activities the Patents Center?

The AVCRI is the entrance door for the projectd thdl pass through the process that implicates the
patents center as well as the Bosch i Gimpera Faiiord We, the Patents Center, are not an intggnal

of the AVCRI, even though we participate in narroalaboration with the rest of institutions invotie

the process. Our management policy of the pateshirgallectual rights is in coherence with the péde
policy of the UB, based on the selection with cleair criteria, of those projects that can haverfaial
feasibility. In this way only those projects witkat potential will be thrown ahead.

The center has a public access documental databaseffers a free information service about subject
related with the patent rights and an on-demandared service for carring out searches in patent
databases.

Which are the main users of the information service offered by the Patents Center? Which are the
main sources of information of this service?

In the library, we offer individuals the opportunito consult books on the subject, and this serigce
mainly addressed to lawyers and technicians spesibin the area. The patent documents are already
available online, on different open as well as @ssfonal data bases, therefore the main disposable
resource of the library are updated publicatiorns teory books on the subject of patents, patghtgi

and copyright. Supply of patent documents is affered, even though this service is not being retpce

as much, given the mentioned fact before, thatlttements of patents are already present in datsba
on the Internet.

The center also takes care of the Spanish repeggenof Chemical Abstracts Service (CAS) and STN
International.

Which are the concrete terms of the collaboration btween CAS, STN international and de Patents
Center?

There is an agreement between the American Che®amEkty (CAS, Chemical Abstracts Service) and
the UB for which the staff of the patents centekesathe tasks of CAS representation in Spain. This
agreement represents a benefit for the Univerd$iBancelona for the prestige of exercising thisdtion,

as well as for the remuneration agreed for makinig tepresentation. Besides representation and
promotion, the Patents Center of the UB gives suppahe users who want to know the functioning of
these data bases in depth. A service of adviceaedtation for the customers of CAS is also offere

Apart from the STN International software, which other software of exploration/analysis of the
production of patents do you use?

In the patents center, STN is used as a retrieglfor documents of patents as well as for sdienti
articles, to cover all the recovery needs of thetere SNT offers more that 225 data bases of differ
specific technical fields.
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Which do you think are the main trends that can beobserved when companies write their patent
documents, both respecting the current law but athte same time trying to protect their inventions?

Patent laws establishes which innovations can béeged with patents and stipulates that only the
following concepts can be protected: In first plageductsper se and that is the maximum possible
protection since it protects the product itself ammbody can sell it during the time of protection,
independently of the procedure that he uses tweadi it; in second place the procedures to amive
final product are also subject to eventual protestin third place indications and therapeuticasusf a
determinate product can also be protected.

The law on patents of 1986 did not allow the prbecof productsper se even though the European
Office of Patents was against the philosophy of thiblic Spanish law. This situation changed wii t
new 1992 law that adapted the Spanish regulatidheasual regulations in Europe and WTO member
countries. This normative shift has provoked thahyncompanies with patents transacted and published
before year 1992, invoked later on the TRIPS 19%érnational agreement (WTO agreement that
establishes among other things, that it is posgiblehange the protection of an invention to thet be
possible protection available) to make the patimtaer to 1992 transform into product protectjer se
therefore adopting the best protection availabl&pain. There have been several sentences of 8panis
courts that effectively affirm that patent proteatiprior to 1992 can in fact become product pratectn
coherence with the TRIPS agreement.

When patenting, the regulations require that thscation on the patent document is written in a
sufficient way that allows reproduction: the soledl criteria of sufficiency. The companies usually
comply with the criteria of sufficiency, even thduthere are ways of partially protecting the knawwh

of an invention while complying with the law. A gb@xample could be the case of companies of the
chemical sector that want to patent a chemicalti@athat produces a determinate product. The paten
can be written explaining the way to make it caityedut without clarifying that there is an exauint

of temperature in with this chemical reaction iscmmore efficient. The chemical process can beaezhrr
out at other temperatures, and this is explaingdarpatent, but the exact temperature in whichrétain

is highly efficient is not revealed and by doingsttthe companies partially protect their know-hdtws
more or less usual for companies to obviate cerajmects of the know-how in order to protect the
differential competitive advantage of the compdnythe US though, this is not possible. In Ametica
regulations about copyright and industrial propeate different and the criteria of sufficiency also
includes the requirement of explaining, in theepatwritten document, the best known way for the
applicant to arrive to the final product, the hesiod.

Another aspect related with the written up of pttesithe fact that an inventor who has an inventah
eventual commercial feasibility, must protect mgention (and specially the know-how) before starti

to look for finance support to develop that inventi By doing this, and with the patent in hand, the
inventor is in a better position to negotiate tlewalopment of that innovation since he can explasn
patent, as far as where it is necessary, and keegriow-how for a later moment once he has a good
agreement.

In this context, the so-called nebulous of patésta very common business strategy for protecting
innovation while patenting and complying with thegulation. In order to do that, companies trying to
protect one specific innovation do not only crethie patent for that specific invention, but alseate a
variable number of other patents closely relatdidinaorder to create confusion for the competitors
distorting the first intention of the company. Byese techniques of lack of information companies ca
confuse competitors when they carry-out their tetdgical watch functions.

Courses and conferences

The center organizes courses and conferences Hilgosystem of patents, seminars on documentation in
scientific and technical data bases and forumssaudsion.
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Which is the balance of the latest years of the faration courses?

At first, annual conferences were made consecuytivakce in Barcelona and later in Madrid,
nowadaysannual conferences are being held in both citiesiisdneously, therefore we can say
that these conferences have been consolidated.

This year we are holding theuropean Qualifying Examinatiotourses addressed to individuals
wanting to become European patent agents.

We are also holding free regular conferences on sihigiect, the Jornadas de Estudio y
Actualizacion Materia de Patentethat are very popular among experts in the siibjec

Several educational activities are developed inarsity centers in collaboration with the OEPM
(the Spanish patent office). We organize 10 sesspen year, structured like 4 hour conferences
where the patent and intellectual rights are erpldi as well as explaining the services that the
Patents Center and the OEPM can offer.

Courses and masters in prestigious institutions thke University of Alicante, ESADE, IQS,
University of Navarra, Polytechnic University of t8knia etc. that are imparted by the members
of the center of patents.

The information of the courses and conferences that Patents Center organizes and/or
participates in, are available on the center’s viebs
http://www.pcb.ub.es/centredepatents/cursos.htm
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Among the academic activities that the Patent Centeegularly organizes, it is offered:

« Days of study and update on patents (“The Patemidislg'): This is a discussion forum that brings
together more than three hundred patent expertingthe academic year about five sessions are
announced through a distribution list. If you wementer, contact Pascual Segura.

e Workshop to prepare for the European Qualifyingriixetion (EQE) of the European Patent Office:
The objective of this course is to train Spanisidédates who want to improve their professional
practice and submit to the European Qualifying Exation ( EQE) in order to become agents of
European Patents (you'll find more information gtibe EQE on the site of the EPO).

» Course on patents and utility models: patentabititgfting, infringement, litigation, transfer and
documentation: Modular course (two weeks), in aligg editions in Barcelona and Madrid, aimed at
professionals (managers, technicians, documentakem, consultants, lawyers, jurists, etc.). and
inventors who have to deal with patents and teagyotransfer, and is also particularly designed for
people interested in substantive issues of infrimga and invalidity.

e Documentation seminars on databases and sciesmifidechnical patents: These seminars are aimed at
people interested in learning how to do searchesinmercial databases, which provide access to
information not available from other sources trat be found on Internet.

» Training Programs for companies and public resedolurses are offered on demand, both for
companies (R & D departments), universities andipuesearch. Many of these activities are done irj
collaboration with other agencies such as:

- The Spanish Patent and Trademark Office (OEPM),

- The Information and Business Development CenteDBEBM) of theGeneralitat de Catalunya

- The European Patent Office (EPO)

- The University of StrasbourgBentre d'Etudes Internationales de la Propriétéusitielle
(CEIPI)

- The CAS of the American Chemical Society

Figure 3.: academic activities carried out at the Patent€¥dan the UB

What are the main customers of this service?

The main users of the courses are in the pharmaakindustry, of great weight in Catalonia, antest
industrial and scientific Catalan strategic segtas perhaps the chemical sector. The fact thaethe
sectors are precisely those who give more impoetdo@ctivities related to patents can be explamed
the fact that in these sectors the investmentsssacg to do research and develop products are quite
important, and only a tiny portion of the projethst start will have commercial viable applications
Patents and in general the legal framework of thesevital in areas with R & D intense activitychuas
chemical or pharmaceutical. If companies in thesgoss cannot obtain protection for their inverngion
against the competition, they cannot justify ororge the huge financial outlay required to do that
research to develop new products.

Do you consider the possibility of forming professinals dedicated to the foresight and technology
watch?

At the patents center we started working on prejéleat come through AVCRI and are presented by
researchers. We can advise them on issues maialgdeto patentability, procedure for patentingd an
the economic viability of the projects. The guidamgven on the way a specific investigation shaydd
are rather limited. Throughout the process thaindertaken to patent an invention, the memberbef t
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multidisciplinary team (from AVCRI, the patents ¢tem and the Bosch | Gimpera foundation) who
analyze the cases, can provide general guidanteabmot give specific guidelines on what should be
included in a project. The training of professienad the field of technology monitoring and fordgig
understood as feedback, is not a priority right now

Where is the Patents Center located inside the trigular structure University - Institutions -
Companies?

In this triangular structure, the Patent Centernoarbe seen as a “University — Business” relation,
because there is no close collaboration betweelCé&mer and private companies. The Center is not an
“Institutions — University” agent either, except the fact that it receives public funding and tihatorks
with the AVCRI, which is a public — private entitin any case, the daily work of the Patents Center
cannot be considered as work carried on in theipalministration. So in the end, we can say that t
center is located inside the University pole, beeats goal is to protect the inventions createithénUB,
and the institutions surrounding the UB, exclusivdlhis is also true, because the relationship with
companies merely intends to transfer, i.e. "sdi€ inventions and technology from UB to private
companies so that they develop projects to artivkeaproduct that will reach the market. The keyhis
triangle is that all the research being done ivensities cannot only end up in the scientificratere, but

it must be patented and eventually arrive to tlee$p as commercial products. In consonance witlseh
goals, the public sector is financing and promoting patenting of inventions and the technological
transfer from universities to the private sector.

Since 1988 the Patents Center has been involvptbmoting the patent system among researchers from
the UB Group, in order to encourage patent prainadf research results and the process of patemting
general, under the old 1995 UB Regulation on Patent

Which measures are you developing with the scieniitf community in the UB in consonance with
these goals?

The Patent Center became involved in teaching aochqgtion in the field of patents as a mean to
promote and encourage the protection of inventiogeneral and disseminate knowledge on the subject
In some sense the greatest contribution of thenBaenter is to disseminate the culture of patgrdind
publishing not only in universities. Until recentlihis lack of will and lack of patenting cultureade
many innovations with good commercial potential@resome to receive the thrust of companies for the
commercial development of a product. Fortunatelg, think that this way of thinking is gradually
changing here in Spain.

To have all the information regarding the trangbérknowledge and technology of the UB Group,
interested researchers and companies can visitrémsfer Gateway of UB Group and the AVCRI.

Do you consider the technology transfer of the redts of the scientific research of the UB to
be positive / adequate? What are the main currenteficits?

From the Patents Center we believe that many imehthave been successfully transferred to
the world of business, although sometimes the pr®jend up “dying” because they have no
commercial applicability or the right timing. Inishcontext we believe that much progress has
been made, especially with the creation of AVCRIisTagency represented a great improvement
for the rationalization of resources and for thelpng forward of projects in a reasonable way,
which is, patenting only what may really have pit potential and not just patenting
everything that is being investigated, as it wasedgears ago at the university level.

The main problem in the field of patents is thatditionally researchers have begun to publish in
scientific journals before attempting to patentyialation of the patent regulation defined by tiew
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laws governing intellectual property. With the nkaws, researchers have to be very careful with what
they say in congresses, and what they publishdin ttoctoral dissertations, or articles. It is intpat to
patent before disclosing an innovation. Again,iatites such as the Patents Center, the AVCRI er th
intervention of the BiG Foundation are of great aripnce.

Technologies to transfer:

Requested|Title of the patent More information

Oferta tecnolégica
en el Innovation Relay
Centre (IRC)

Aparato eléctrico para la estimulacion simultaneantrolable y

09/10/2003 duradera de células cultivadas en placas multipozo.

08/03/2004 | Péptidos como portadores penetrantes de células -

Nuevo agente terapéutico para el tratamiento deflertilidad y/o )
18/06/2004 subfertilidad masculina en mamiferos

Oferta tecnolégica
en el Innovation Relay
Centre (IRC)

Compuestos para el tratamiento de la inflamacidinsg#ema nervioso

23/06/2004 central

Oferta tecnolégica
en el Innovation Relay
Centre (IRC)

Compuestos para el tratamiento del dafio agudo idedrea nervioso

23/06/2004
central

Oferta tecnoldgica
29/06/2004 | Nuevo uso terapéutico del formoterol en el Innovation Relay
Centre (IRC)

26/11/2004 Método de identificacién de pigmentos de una sélala mediante i
espectrofotometria de imagen confocal en comungl&mtetréficas

Oferta tecnolégica
25/02/2005 | Sensor radio-quimico para fluidos en el Innovation Relay
Centre (IRC)

13/04/2005 | Extracto de un alga laminaria como agente terapauti -

Composiciones farmacéuticas para el tratamienttadenfermedad de

29/07/2005 Alzheimer y otros tauopatias )
08/09/2005 | Nuevo agente quimioterapéutico para el tratamietgbcancer Oferta tecnolégica
08/09/2005 Compuestos para el tratamiento del Sindrome de hoaheficiencia Oferta tecnolégica

Adquirida

14/10/2005 | Compuestos para el tratamiento de la fibrilacio iautar -

14/10/2005 | Compuestos para el tratamiento de la enfermedaiadkinson -

27/10/2005 | Intermedio y procedimiento para la preparacion dedtiracetam Oferta tecnoldgica

20/04/2006 Compuestos |nh|b|d0r_es de acetilcolinesterasa ditaatamiento de la |
enfermedad de Alzheimer

Table 1: Technologies to be transferred
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Transferred technologies:

Year |Buyer Patent Technical sector Contract
Unidad Biotecnoldgica : : .

2006 Analitica (UBAN) WO 2005045425 Analytic Instrumentation license

2006 ADASA Sistemas pendiente Analytic Instrutaéan license

2005 Ei:}f:é Research Technolog)(NO 2004031130 Cancer treatment products licenge

2004 |Advanced in Vitro Cell WO 2004003566 Diagnosis license
Technologies

2004 Genmedica Therapeutics WO 0238152 Diabetes treatment and preventior license

products

2004 Biocontrol Technologies WO 03000866 Micodbgy license

2004 Pharma Mar WO 0212240 Cancer treatmentgted sold

2004 Seiko Epson Corporation WO 03079624 Eleatso sold
Advanced in Vitro Cell ES 2.192.495 i WC

2004 Technologies 03080076 Lymphoma treatment products sold

ES 2.173.048 i WC , :

2002 E-Sense Systems 02077631 Analytic Instrumentation sold

2002 Oleoyl-estrone ES 2. 173.049 Diabetes treatment and preventior sold
Developments products

2001 | Quimica Farmacéutica BayeES 2.187.276 Obesity treatment and prevention sold

products

2001 Balagué Center WO 0052477 Drug selectibn ki sold

1997- . - . .

2002 Glen Research Corporation US 6.153.742 Cycligomlucleotides license

. - | ES 2.108.642 Pharmaceutical composition for
1996 Quimica Farmaceutica Bay“[JS 5.595.763 treatment of diabetes sold

Table 2.: Transferred technologies

For more information on these technologies contdti the Center for Innovation, Bosch i
Gimpera Foundation. You can find more technolodgrsffrom other universities and research
centers through the search engine “European sefiicEransfer of Technology”. This includes
the Technology surveillance service (AMT), useful ipdates on the latest offers and demands
in the area of interest.
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